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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant(s): Russell BONAVENTURA et al. ' 
Application No.: 10/733,628 
Filed: December 11,2003 
Examiner: AmelC.LAVARIAS ' 
Group Art Unit: 2872 

Confirmation No. 1669 ' " 

I 

Attorney Docket No.: LEAP: 127US ■ j 
Customer No.: 24041 

For: MICROSCOPE STAGE CONTTlASTlkG MEANS , 

SUPPLEMENTAL APPEAL BRIEF UNDER 37 fcj.R, S 41.37 

Mail Stop Appeal Brief-Patents • > 

Commissioner for Patents - :. i-' 

PO Box 1450 

Alexandria, VA 22313-1450 . ' . 

Honorable Sir: 

Appellants respectfully appeal the decision of the Primary- Examiner to finally reject 
Claims 1-6, 9-15 and 17-20, as set forth in the Final Office. Action, dated November 8, 2005, A 
Notice of Appeal was timely filed by the AjipeUants on February 6, 2006. 

A Claims Appendix follows, page 19 of this paper. . , 

An Evidence Appendix follows page 22 bfithis.pap^.L 'jj 

A Related Proceedings Appendix follows page 23 of this paper 



I certify that this Supplemental Appeal Brief i$ being facsimile 
transmitted to the United States Patent and Trademark Office In 
accordance with 3fr CFR §1.8 to Facsimile Number 1-571-273* 
b299'on^Sep 
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Attorney Docket No.: LEAP:127US \ 
U.S. Patent Application No.: 10/733,628 

Supplemental Appeal Brief dated September;! L, 2006 . ^ ' * i 

REAL PARTY m IimiREST 
The real party in interest is Leica Microsystems Inc.) Xssignee of the above application 
by assignment recorded in the Patent and Trademark Office at Reel 014812, Frame 0004. 

RELATED APPEALS AND INTERFERENCES 
Upon information and belief, no appealsybr interferences known to Appellant, which will 
directly affect or be directly affected by or have a bearing on the Board's decision in this appeal. 

STATUS OF CLAIMS 
The application originally contained 20 claims. - 
Claims 7, 8 and 16 have been canceled. . . 

Claims 1-6, 9-15, and 17-20 stand as finally rejected: ^ ' ;V 
Claims 1-6, 9-15 and 17-20 are the subject of this Appeal. ^ 

STATUS OF AMENDMENTS 
No amendments were filed subsequeM tO' fijml rejw^^^ Appellants did file a 

Request for Reconsideration on January 3r2666, ljut the* Examiner concluded it did not place the 
application in condition for allowance. In addition/ Appellants ffle^^ Pre-Appeal Brief Request 
for Review wdth supporting arguments. The Pre-Appeal Cbhferencc Panel held that Appellants 
should proceed to the Board of Patent Appeds alill'lnterfef^^ 

SUMMARY 6E the claimed INVENTION 
The present invention relates ^ genefally> to microscopes, and more particularly to 
microscope stages having contrasting means that aUow'a lis^^ orient a specimen thereon, prior 
to insertion of the specimen into the optical path. " ' * 

2 
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Attorney Docket No.: LEAP:127US /■ 

U.S. Patent Application No,: 10/733,628 in. v;: 

Supplemental Appeal Brief dated September 1 1, 2006 . . . 

Claim 1 / 

Claim 1 recites a microscope stage that allows a user to orient a specimen thereon prior to 
insertion of the specimen into the optical path. (See generally P^e 1, Lines 3-S; Page 2, Lines 8- 
16). The microscope stage includes upper stage 26 Imving a first color and recess 32 therein, and 
further includes non-transparent contrastmg stage^ihsert 28 ibaving a second color that is different 
color from the first color. (Fig, 3, Reference Nos. 26,'28lind 32; Page 5, Lines 4-22). Stage 
insert 28 is configured for removable complcmfentarily^receipt within recess 32. (Fig. 2 and 3, 
Reference Nos. 28 and 32; Page 5, Lines 20-23; Page 6, Line 1).^ 

Claim 9 ^ ■ _ " ■:.:-^] ■ 

Claim 9 recites a microscope stage that allows a usdr to orient a specimen thereon prior to 
insertion of the specimen into the optical path. (See generally Page 1, Lines 3-5; Page 2, Lines 8- 
16). The microscope stage includes upper^sts^e 26 haying a first color, and non-transparent 
contrasting stage insert 28 having a second color,, wherein . stage, insert 28 includes a portion of 
upper stage background. (Fig. 2, Reference,ls[ps,,2i5 and 28;:Page'5,!Lines 4-17). 



Claim 17 




Claim 17 recites a device for providing a contrast between a microscope stage and a 
specimen. The device comprises microscope stage 24 including non-transparent contrasting 
stage insert 28 having a first color and a specimen having a second color, wherein the first color 
and the second color are different (Fig. 3, Referenji5e.Nos..24 an<i 28;.Page 5, Lines 10-14). 

GROUNDS OF REJECTIPj^ t6 BE REVtEWED ON APPEAL 

1 , Whether Claims 1 -5 and 9- 1 5 (which are separately patentable) are non-obvious under 35 
use § 103(a) to a person having ordinary skiirin the art at the time the invention was made and 
therefore patentable over U.S. Patent No. 5,306,467 (Douglas-Hamilton et al.) in view of U.S. 
Patent No. 5,781,338 (Kapitza et al.)? ' ' . , : 
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Supplemental Appeal Brief dated September 1 1 , 2006 

2. Whether Claim 6 is non-obvious under 35 U.S.G. §1 03(a) to a person having ordinary 
skill in the art at the time the invention was made-and therefore patentable over U.S. Patent No. 
5,306,467 (Douglas-Hamilton et al,)^"m view of UiS. Patent-No. 5,781,338 (Kapitza et al.), and in 
further view of U.S. Patent No, 4,436,385 (FiscHrf ht ai:)?' ' 

'.'k '• : - ..... 

3. Whether claims 17-20 (which are separately patentable)' are non-obvious under 35 U.S.C. 
§103(a) to a person having ordinary skill in the art at the time the invention was made and 
therefore patentable over U.S. Patent No. 5,306,467 pouglas-Hamilton et al.) in view of U.S. 
Patent No.4,906,083 (Saltier)? v.; 

, ARGUMENT . 

1) Whether Claims U5 and 945-(which are separately patentable) are non-obvious under 35 
USC 6JQ3fa) to a person having ordinary skill m t^^ art, at the time the invention was made and 
therefore patentable over U.S. Patent No. 5,306:467 fPouglas^Hamilton et al.) in view of U.S. 
Patent No, 5.781.338 (Kapitza et al.)? ; ^ , . - . . ^ . 

a). Summary of the Rejection : 

The Examiner rejected Claims 1-5 and 9:15 under 35 USC. §103(a) as being unpatentable 

over U.S. Patent No. 5,306,467 (Douglas-Hamilton et al) in view of U.S. Patent No. 5,781,338 

(Kapitza et al.). More specifically, the Examiner asserted: 

Regarding Claim 9, DouglasrHamUton et al. discloses a microscope stage 
comprising an upper stage and a non-transparent contrasting stage insert 
comprising a second color. The non-transparent stage insert comprises a portion 
of the upper stage background. The upper stage comprising a recess and the non- 
transparent contrasting staged insert besiiig operiativfely arranged for releasable 
complementarily receipt therein. DouglasrHamilton et ral. does not explicitly 
disclose the upper stage compjrising a first color. However, ]|Capitza et al, discloses 
a microscope stage comprising an upper stage comprising a first color, e.g., black 
as by black lacquer paint including a recess therein.. Regarding Claim 1, Douglas- 
Hamilton et al. discloses the invention set forth above in Claims 9, except for a 
non-transparent contrasting stage insert that is explicitly removable. However, 
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Attorney Docket No.: LEAP:127US -.i* < . . • i. j 

U.S. Patent Application No.: 10/733.628 v . " 

Supplemental Appeal Brief dated September 11, 2006 ; 

Douglas-Hamilton et al. additionally discloses that the non-'transparent stage 
insert may be inserted into the upper stage by inserting the lateral extensions on 
the legs of the stage insert into the bores in the recess of the upper stage, and it 
would have been obvious to remove the upper stage taught in Douglas-Hamilton 
et al. by disengaging the lateral extensions on the legs of the stage insert from the 
bores of the recess of the upper stage. Thus, it;Wpuld have been obvious to have 
the non-contrasting stage insert be removable, to allow for qvdck removal and 
replacement of the insert, . r ro 

Appellants respectfidiy request reversal df the Examiner's rejection of Claims 1-5, and 9- 
15 for the reasons set forth below. . 

b) Brief description of the references cited bv the Examiner 

For purposes of providing background, Appellants briefly discuss the references cited by 
the Examiner. 

1) Douglas-Hamilton et al, ' "'-^ 

Douglas-Hamilton et al. disclose an. :apparatus fqr-measuring cell concentration in a 
biological sample that includes slide^fiolder 10 which iMy be| or rectangular with 

central axis 12 passing through the, center ,pf the; disk>on!,^^ normal to the plane of slide 
holder 10. Slide holder 10 has recess 14 extending acrdsk Vflie idiameter of slide holder 10. 
Recess 14 extends far enough to accommodate slicie 21. Holder clamp 20 couples to slide holder 
10 for retaining slide 21 and coverslip 23 ih^position withm-iecess 14. 

2) Kftffitzftgt»lr 

Kapitza et al. disclose a microscope strfge^whiQli»pen^ by the user with 

respect to specimens present on the stage,''due to^^ass^ fibers 13/ condenser lenses 9 and 10, and 
light-scattering layer 12 positioned on top of base 7. Transparent plane-parallel ceramic glass- 
plate 11 is inserted in a recess in base ? on the objective, side. Specimens 6 can be placed on the 
upper side of glass-plate 11. Brightfy colofedrlight scatferihg surfece 12 is provided between 
plate 11 and base 7. Illumination of the preparatiph, /.e. ^specimen^^ is provided as uniformly as 
possible, even in regions outside the illuminating field, defined' by condenser 8. Glass fibers 13 
conduct a portion of the illuminating light and-raSsequeiitly into end faces 11a 

5 
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Supplemental Appeal Brief dated September 11, 2006 • 

of plate IL Specimen 6 is brightly illuminated by the light reflecting from the brightly colored, 
light-scattering layer 12. 

c) Arguments regarding the reiection of Claims 1 and 9 

Appellants contend that Claims 1-5 and 9*15 are. separately patentable. "To establish a 

^ . * ^- \ ' . ■ 

prima facie case of obviousness, three basic criteria must be met. First, there must be some 

suggestion or motivation, either in the references themselves or in knowledge generally available 

to one having ordinary skill in the art, to modify; the reference or combine reference teachings. 

Second, there must be a reasonable expectation- of success. Finally, the prior art reference (or 

the references when combined) must, teach or suggest all the claim limitations. The teaching or 

suggestion to make the claimed combination and the reasonable expectation of success must both 

be found in the prior art, and not based on applicant's.disclosure.': MPEP § 2142 (citing In re 

Fflec*, 20 USPQ2d 1438 (Fed. Cir. 1991)) (emphasis added). 

1) There is no motivation provided for combining Douglas-Hamilton et al, 
and Kapitza et al. ' j ^ • 

The rejection of Claims 1 and 9 over bdUglas-Hamilton et al. in view of Kapitza et aL, 
provides no rational basis for combming the refereniies. : ^ The recognized law for combining 
references to support the conclusion that the claimed combination of structural features is 
directed to obvious subject matter requires that either the references expressly or impliedly teach 
or suggest the claimed combination, or the Examiner must present a convincmg line of reasoning 
as to why an artisan would have found the claimed^uivenlion tt^^have been obvious in light of the 
teachings of the references. See, for Example, Ex parte ^ tlapp 227 USPQ 972 (973) (PTO Br 
Pat, App. & Int. 1985); In re Geiger 2 USPQ2d 1276 (CA, Fed. Cir. 1987). In this regard, the 
Final Office Action mentions that Kapitza et al. disclose an upper microscope stage having a first 
color (black) with a recess therein. Then, immediately concludes it would be obvious to one of 
ordinary skill in the art to modify the upper stage of the slide loading apparatus for measuring the 
number of cells in a fluid biological specimen of Douglas-Hamilton et al by foUovydng the 
teachings of Kapitza et al. Importantly, no ratioiiale or explanation was provided in the Fmai 
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Office Action how the teachings of the two references, Douglas-Hftmilton et al. and Kapitza et 
aL were selected and combined, nor has the Examiner provided a convincing line of reasoning 
providing a basis for combining Douglas-Hamilton et al. and Kapitza et al. independent of 
Appellants' own disclosure. As Examiner has-pfovided no basis for combining the references. 
Appellants courteously submit that the combination of th^ is impermissible 

hindsight reconstruction, based on a prior readiiig^ of Appellants' own disclosure. 

2) Douelas^Hamilton et aL does not teach or suggest a microscope stage 

In arriving at a conclusion of obviousness, one is required to view the prior art taken as a 
whole. See W.L. Gore & Associates, Inc. v. Oarlock, Inc. 721 F.2d 1540, 220 USPQ 303 (Fed. 
Cir. 1983). The Examiner has asserted that Douglas-Hamilton et al. disclose a microscope stage. 
However, Douglas-Hamilton et al. describe placing the slide loading apparatus onto the stage of 
a microscope. Thus, if the Douglas-Hamilton 'et'al. de^c6*<is ^placed on a microscope stage it 
cannot also be a microscope stage as rebited^ in' Appellkhfe'-^^C^^^ and 9. Furthermore, 
Douglas-Hamilton et al. do not illustrate a^micfosicope m their drawm nor do they describe a 
microscope in their specification. Contrarily; in- col 5/ -lines 7-15,^ they describe that their slide 
loading device is more conducive for use with manual- microscopy, and states that: "it becomes 
more important that the specimen is as closer'tb^tie micfoscd^^^ condenser as possible in order to 
maintain the use of the full range of avaikble-iliuminatioh-optics/' Hence, the slide loading 
device of Douglas-Hamilton et al. is not a! niicipo^cope stage, nor can it be used in place of a 
microscope stage. Instead, the refetchce teaches that *the device is used by placing it onto the 
stage of a microscope. Thus, Douglas-Hamiltorl'et al; do riot' expressly teach or suggest their 
device is a microscope stage, but instead disclose-that thek device is a slide loadii^ apparatus 
(Fig, 1) for use in automated cell counting systems or for use with' standard optical microscopes 
for measuring the number of cells in' a fluid* Biolo^cal saifipie. ' 

"If a claim preamble, when read in the cbntext bf the entire claim, recites limitations of 
the claim, or, if the claim preamble is 'necessary to give life,' meaning, and vitality' to the claim, 
then the claim preamble should be construed as^if in the balance of the claim." Pitney Bowes, 
Inc, V. Hewlett-Packard Co., 182 1298; BOV^ USPQ2d 1161, 1165-66 (Fed. Cir. 1999). 

-1.: .. - ■ J.r 

.:.t'i':. \ ' : . , 
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The preambles of Claims 1 and 9 explicitly state "a microscope stage'' is an essential component 
of the claims that further defines the structure of the article claimed and therefore recites a 
limitation for both claims. Ignoring the phrase "microscope stage" m the preambles of Claims 1 
and 9 would extract meaning from those claims and would eliminate a limitation from the 
claims. The other structures recited in those claims are disposed on a microscope stage, not on 
some other structure. Without the preamble of Claims 1 and 9, there is no context to understand 
the structure recited in the claims and the claims would have broader scope then as they are 
currently composed. In short, Appellants' courteously assert that Claims 1 and 9 would be 
structurally different without the preambles reciting "a microscope stage". Hence, Appellants' 
respectfully submit the Examiner erred in failing to accord weight to Appellants' preamble 
which expressly recites: "A microscope stage". . 

Furthermore, according to the Exaininer's Advisory Action of January 13, 2006, a 
preamble is not given significant patentable \Yeight'. unless structurally distinguishable. The 
failure to accord patentable weight to Appellants '^preamble therefore contradicts the Examiner's 
own admission. The Examiner ackndwledges that Douglds-Hamilton et al. do not fully anticipate 
the rejected claims at the bottom of page 3*^df the^¥iiikr Office Action wherein he states, 
"Douglas-Hamilton et al. do not explicitly discSlcisiB the tipper stage comprising a first color, as 
required by the rejected claims."' Because ' - Appellants' ' icldm device is structurally 
distinguishable over Douglas-Hamilton et al., the* -failure to" accord' weight to the finally rejected 
claims reciting a **imcroscope stage"1n the preaniliie a sutistacnfial reversible error. 

Kapitza et al. fail to teach the elements cited 'jStKive ^that are absent from Douglas- 
Hamilton et al. Although, Kapitza et al. is ^fiited by the Examiner as teaching a microscope stage 
comprising an upper stage comprising a firH 'color/ e.g.; 'black^ as black lacquer paint and 
including a recess therein, Kapitza et al. d6 hot ctire the deficien^cies of Douglas-Hamilton et al., 
in particular, by teaching a non-transparenV contrastiiig'^stiage ' insert Thus, the combination of 
Douglas-Hamilton et al. and Kapitza et al. fail td teach^br'siiggest all the limitations of Claims 1 
and 9. ^- • • ' ^ 
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Additionally, Appellants' respectfully submit that during prosecution before the Office, 
claims are given their broadest reasonable interpretation consistent with the specification and 
the prior art. Compare In re Finsterwalder, 58 CCPA 871, 436 F. 2d 1028, 168 USPQ 530 
(CCPA 1971). Also see In re Sneed, l\0 F.2d r544, 218 USPQ 385 (Fed. Cir.1983). The slide 
loading apparatus of Douglas-Hamilton et al. used for meaisurihg the number of cells in a fluid 
biological sample bears no structural,resemblance;t6 Appellants' claimed "microscope stage" for 
creating a contrast with a specimen so that the specimen can be more easily viewed prior to 
insertion into the optical path. The explanation of claim language provided by the Examiner 
must bear some rational connection to the way the language is employed in Appellants' 
specification^ or to the meaning it would be given by a person of ^ordinary skill in the subject art. 
See e.g.. In re Gordon 733 F.2d 900, 221 USPQ 11 25 (Fed, Cir. 1984). The fact that Douglas- 
Hamilton et al. teach a slide loading apparatus which can be placed onto the stage of a 
microscope, and includes a U-shaped holder clamp wKicH enters a recess in the slide holder for 
holding the slide/specimen in place seated in the recess, has ho bearing on the structural features 
of Appellants* device, nor on the utility and objective of enabling a user to orient a specimen on 
a stage. In short, the device of Doi^las-Hamilton et al. has iio relevance to Appellants' claimed 
invention, i.e., a "microscope stage'*? ' - ' 

Appellants respectfully submit that thb combination of Douglas-Hamilton et al. and 
Kapitza et al. do not disclose, teach or siiggest each and every limitation of Claims 1 and 9, in 
particular, an upper stage having a first color and a non-transparent contrasting stage insert 
having a second color different from the firist color. Therefore, Claims 1 and 9 are patentable 
over Douglas-Hamilton et al. arid Kapitza et al. In generally foUows that Claims 2-4 and 10-15, 
which are dependent from Claims 1 and 9, respectively/ are also patentable over Douglas- 
Hamilton et al. and Kapitza et al, due to their dependency therefrom. In view thereof, Appellants 
request that the Board reverse the Examiner's rejections. 



, 9 



SEP 11 2006 ll:14nM HP LASERJET 3200 



p. 11 



Attorney Docket No.: LEAP:127US 
U.S. Patent Application No.: 10/733,628 
Supplemental Appeal Brief dated September 11, 2006 

3) The combination of Douglas-Hamilton ct al. and Kapitza et al. fail to 
teach, suggest or motivate the non-transparent contrasting stage insert of Appellants' 
Claims 1 and 9 and claims dependent therefrom 

Holder clamp 20 of Douglas-Hamilton et al. is not a contrasting stage insert comprising a 
second color according to Appellants' Claims 1 and 9/ Douglas-Hamilton et al. teach that holder 
clamp 20 is a U-shaped retainer clamp pivotally mounted to the slide holder and designed to 
apply pressure to the cover slip and slide. Nothing is disclosed by Douglas-Hamilton et al. that 
teaches or suggests that U-shaped retainer clamp 20 can provide a backgroimd color for contrast 
against a specimen that is beii^ positioned on an upper stage. Appellants courteously assert that 
the claim term "contrasting" indicates the stage insert contrasts with the specimen placed 
thereon. This is interpretation is My supported by, the mitten^despription provided in the instant 
application. **When evaluating the scope of a .daim, eyery. liniitation in the claim must be 
considered," however, Appellants respectfully subniit that the lunitation that the stage insert is 
contrasting was not fully considered by the Exaininer.. See, ^-g*^ OchiaU 71 F.3d 1565, 
1575, 37 USPQ2d 1127, 1133 (Fed. Cir, 19,95).. Moreover,, this limitation is not taught or 

■ - - / ■• ■ 

suggested by Douglas-Hamilton et al., or by Rapitza et al- , , ■ ^ 

Additionally, Appellants' Claims 1 and 9fj|cite a np^-tia^srparent contrasting stage insert 
that is a second color which is different .ftom the first .color of j the upper stage. Contrarily, 
Douglas-Hamilton et al. fail to disclose an upj>er^ stage, and a contrasting stage insert that has 
these features. Structurally, U-shaped retainer, clomp .20 of.ppuglas-Hamilton et al. does not 
meet the criteria for a non-transparent contrasting stage insci;t, as taught in Appellants' Claims 1 
and 9. In addition, Douglas-Hamilton et al. fail to disclose a nonrtransparent contrasting stage 
insert that is "complementary" with.the recess, aciibrding'tb.CIi^^ l,of Appellants' application. 
Similarly, Kapitza et al, fail to cure these defcj^ts. In- view of the foregoing, elements of 
Appellants' Claims 1 and 9 are not taught or suggested by Douglas-Hamilton et al. or Kapitza et 
al., i.e., an i^iper stage comprising a first color, and a non-transparent contrasting stage insert 
comprising a second color, and therefore Clmnis. 1 and 9 are non-obvious in view of Douglas- 
Hamilton et al. and Kapitza et al. ^ 7 

/A. ^9 \> "\ -\^': :. 
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Moreover, even if holder-clamp 20, embedded in recess 14, was a second contrasting 
color» which it is not, it would still not provide the contrasting feature that is recited in Claims 1 
and 9 since it is a U-shaped clamp that functions as a clamp for retaining the slide under 
pressure, not a background surface to provide contrast for orienting a specimen. The contrasting 
colors of the stage insert and the upper stage, even if present in Douglas-Hamilton et al., which 
they are not, would be inoperable as contrasting backgrounds to aid in the positioning of 
specimen. This is because a slide in Douglas-Hamilton et al. is not positioned over holder 10 and 
clamp 20, but is positioned inside the U-shaped void of clamp 20 over recess 14 and aperture 18. 
The structural arrangements of the elements of the invention disclosed by Douglas-Hamihon et 
al. and Kapitza et al. are completely different from the structure recited ui Claims 1 and 9. 
Appellants respectfully assert that the disclosure by Kapitza et aL does not repair the deficiencies 
of tile patent from Douglas-Hamilton et al., i.e,, including a non-transparent contrasting stage 
insert. 

2) Whether Claim 6 is non-obvious under 35 U.S.C. U02(&) to a person having ordinary 
skill in the art at the time flie invention was made and therefore patentable over U.S. Patent No. 
5.306.467 (Douglas-Hamilton et al.^ in view of U.S. Patent No. 5.781.338 (Kapitza et al.\ and in 
further view of U.S. Patent No. 4.436.385 (Fischer et al.'t? 

'a) Summary of the Rejection: 

The Examiner rejected Claim 6 under 35 USC §1 03(a) as being unpatentable over U.S. 

Patent No. 5,306,467 (Douglas-Hamilton et al.) in view of U.S. Patent No, 5,781,338 (Kapitza et 

al.), and in further view of U.S. Patent No. 4,436,385 (Fischer et al.). More specifically, the 

Exammer asserted: 

Douglas-Hamilton et al in view of Kapitza et al. discloses the invention as 
set forth in Claims 1, 4 and 9 except for the releasable fastening means 
comprising a springed detent. However, the^, use .[of] adhesive films, 
magnets/magnetic surfaces and springed detents for use as releasable fastening 
means to allow for easy removal and attachment of itenis is well known and 
conventional in the art. For example, Fischer et al. teaches a conventional 

11 
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specimen holder for use in microscopes, wherein slidable holders for holding a 
specimen is releasably held in place at a particular position by spiinged detents. 
Thus, it would have been obvious to one having ordinary skill in the art at the 
.time the invention was made to have the releasably fastening means comprise a 
spring detent, as taught by Fischer et al., in the microscope stage taught of 
Douglas-Hamilton et al. in view of Kapitza et at, to provide for precise and 
accurate positioning of the insert, while allowing. for quick removal and 
replacement of the insert when needed:* ' ' 

b) Brief description of the references dted bv the Examiner 
For purposes of providing background, Appellants briefly djscuss the references cited by 
the Examiner. 

1) Douglas-Hamilton et al. 
Please refer to ARGUMENT section ;I(b)(l) 'supra,- for a description of Douglas- 
Hamilton et al. ^ 



2) Kapitza et al. / 

Please refer to ARGUMENT section 1 (b)(2) suprayfor^ a description of Kapitza et al. 
3) Fischer etal 

Fischer et al. disclose a specimen holder for inverted ^^^^^ which consists of 

plates 2a and 2b that are arranged iri pairs and guided by ledges 15a, 15b, 15c and 15d. Spring 
wires 21a and 21b are intended for the adjustment of plates 2a and 2b, and V-shaped 
indentations 5a and 5b on the plates are arranged to grasps Petri dish 17, 

c) Arguments regarding the rejection of Claim '6 ; ^ 

As set forth above, "To establish a prima' facie case o^ obviousness, ... the prior art 
reference (or the references when Combined) must teach or ^suggest all the claim limitations'^ 
MPEP § 2142 (citing re Vaeck, 20 USP,Q2d 1438 (Fed,,Cir. 1991)) (emphasis added). 
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1) The combination of Douglas-Hamilton ct aL ; Kaoitza et al. and Fischer ct 
al. fail to teach, suggest or motivate all of the elements of Appellant's Claim 6 
The Examiner asserted in the Final Office Action that Douglas-Hamilton et al. disclose 
the invention as set forth in Claim 1 except for the releaseable fastening means comprising a 
springed detent. The Examiner cited Fischer et al. as teaching a conventional spechnen holder for 
use in microscopes wherein slidable holders, used to hold specimen's, are releasably held in place 
at a particular position by springed detents. However, Fischer et al do not disclose a stage insert 
with a releasable fastening means comprising a springed detent, rather, they disclose a spring 
means for controlling the spacing of the V-shaped plates to avoid inadvertent droppii^ of a 
specimen slide. 

While Fischer et al. teach the use of springed detents, this stractural feature lacks the 
"releasable" properties associated with Appellants' dietenti and therefore, fails to meet the 
limitations of claim 6. Finally, it is impermissible within the framework of 35 U.S.C. 103 to pick 
and choose structural feature(s) from a collection of references to meet the limitation of claim 6, 
and exclude other features of the reference(s) tiecause they are not needed; That is, the selection 
of the detent of Fischer et al to the exclusion of other elements of the device of Fischer et al, is a 
violation of the rule against hindsight reconstruction M'here the invention becomes obvious after 
ha\Tng the benefit of a prior readmg of Appellants' own disclosure. See In re McLaughlin 443 
F.2d 1392, 1395, 170 USPQ 209, 212 (CCPA 1971). ' ' ' 

Furthermore, although there is no requurement that an "express, written motivation to 
combine must appear in prior art references before a finding of obviousness," the absence of an 
express motivation can carry weight in some instances to cbuhter an obviousness rejection. See 
Ruiz V. Chance Co.. 357 F,3d 1270, 1276, 69 tfSPQld'l 686, 1690 (Fed. Cir. 2004). In this 
instance there is no express motivation to combine Douglas-Hamilton et al., Kapitza et al. and 
Fischer et al and thus this fact raises doubt as to whedie'r one of ordinary skill in the art would 
combine these three references. Coupling this with the assertion that releasable springed detents 
are recited in Claim 6, there is ample support that an dement ot Claim 6 is not taugiht by the 
cited references. v. * . 

13 .' . ■, 
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Accordingly, the combination of Douglas-Hamilton et al, Kapitza et al and Fischer et al 
fell to make out the requisite prima facie case of obviousness under 35 U.S,C. 103(a), Appellants 
respectfully submit that the combination of Douglas-Hamilton et al. and Kapitza et al- do not 
disclose, teach or suggest each and every limitation of Cl^im 6, e.g., a springed detent 
Therefore, Claim 6 is patentable over Douglas-Hamilton et al., Kapitza et al. in view of Fischer 
et al. Therefore, Appellants request that the Board reverse the Examiner's rejection. 

3) Whether Claims 17-20 (which are separately patentable) are non-obvious under 35 
U.S.C. SlOSfa't to a person having ordinary skill in the art at the time the inventio n was made and 
therefore patentable over U.S. Patent No. 5.306.467 fPouglas-Hamilton et al.) in view of U.S. 
Patent No.4.906,083 fSattlerl? 

a) Summary of the Rejection :' ^ ' ''^ ' '* ;* 

The Examiner rejected Claims 17-20 under 35 USC §103(a) as being unpatentable over 

U.S. Patent No, 5,306,467 (Douglas-Hamilton ;et al^ in tvieyv^' of U.S. Patent No, 4,906,083 

(Sattler). More specifically, the Examiner asserted: 

Regarding Claim 17r Couglas-Hamiltpn et' al. discloses a device for 
providing a contrast between a microscope stajge and a specimen comprising a 
microscope stage comprising a non-transparent contrasting stage insert having a 
first color and a specimen; It is well known in the art that many specimens 
examined by microscopes will have some color, which may be different from that 
of the stage (e.g. black) and/or a stage insert (e.g. silver, black). For example, 
. Sattler teaches a conventional microscope for examiinihg gemstones, wherein the 
gemstones may have a color that is different from the microscope stage or the 
sample holder/insert on which the sample in placed. Thus, it would have been 
obvious to one having ordinary skill in tiie art at the time the invention was made 
for the specimen [to] have a second color [that is] different from the first color of 
the non-transparent contrasting stage insert, as taught by Sattler, in the device of 
Douglas-Hamilton et al., to allow for higher contrast, while maintaining or 
reproducing accurate and true color of the speciinenji during viewing of the 
specimen. 

•14 ■ ■ 
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b) Brief description of the references cited bv the Exaiainer 

For purposes of providing backgrowid, Appellants briefly discuss the references cited by 
the Examiner. 

1) Douglas-Hamilton et al 

Please refer to ARGUMENT section 1(b)(1) supra, for a description of Douglas- 
Hamilton et al. 

2) Sattler 

Sattler discloses an apparatus for examining gemstones including microscope stage 10 
that is mounted on support plate 24. Below microscope stage 10 is glassfiber bundle 46 that can 
be illuminated by a source of cold light. Slide-type specunen holder 54 that is made of a 
transparent material is inserted within microscope stage, 10. The specimen holder allows U^t to 
travel through it and allows the light to enter getnstones 70a, 7!0b and 70c, which are held on 
specimen holder 54. 

c) Armaments reearding^the rejection o f Claims 17-20 

Appellants contend that Claims 17-20 are separately patentable. As stated supra, 
Douglas-Hamilton et al. feil to teach or suggest a microscope stage, specifically, a microscope 
stage comprising a non-transparent contrasting stage insert ha\^g a first color. In like fashion, 
Sattler is also silent regarding these missing elements. Moreover, the Examiner has not asserted 
that Sattler includes any of these missing elements. In fact, Sattler has been cited by the 
Examiner merely to support an assertion that "it would have been obvious to one having ordinary 
skill in the art at the tune the invention was . made for the specim^ [to] have a second color be 
different from the first color of the non-transpareiit contrastmg stage ins^, as taught by Sattler, 
in the device of Douglas-Hamilton et al, to allow for higher contrast, while maintaining or 
reproducing accurate and true color of the specimen, during viewing of the specimen." 
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1) There is no credible motivalion provided for combining Douglas-Hamilton 

et aL and Sattler 

The rejection of Claims 17-20 over Douglas-Hamilton et al. in view of Sattler (US Pat. 
4,906083), provides no rational basis for combining the references. The recognized law for 
combining references to support the conclusion that the claimed combination of structural 
features is directed to obvious subject matter requires that either the references expressly or 
impliedly teach or suggest the claimed combination, or the Examiner must present a convincing 
line of reasoning as to why an artisan would have found the claimed invention to have been 
obvious in light of the teachings of the references. See, for Example, Ex parte Clapp 227 USPQ 
972 (973) (PTO Br Pat App. & Int 1985); In re Geiger 2 USPQ2d 1276 (CA, Fed, Cir, 1987). 

As previously discussed, the device of Douglas -Haniilton et al. is not a microscope stage, 
as alleged, but instead performs and contains ' structural features specifically designed for 
measuring cell concentration in a biological specimen. The device is seated on a microscope 
stage, as discussed above and not used in place of a^: stage. It is erroneous to correlate, for 
example, holder clamp 20 of Douglas-Hamilton et al, -with Appellants' non-transparent 
contrasting stage insert because Appellants' nou-traiisparent contrasting stage insert is not 
designed or disclosed as possessing the property of applying and 'exerting uniform pressure on 
the edges of a coverslip overlying a specimen volume. This is* a key feature of Douglas-Hamilton 
et al.'s device that is neither used nor needed according to Appellaints' invention- Also, the cited 
references do not disclose a non-transparent contrasting stage insert with a color fliat is different 
from the upper stage. As previously stated, the Patent and Trademark Office, in the process of 
examining claims, gives claims their broadest reasonable interpretation consistent with the 
specification and the prior art. The selection *of the Douglas-Hamilton et aL device as meeting the 
limitation's goes well beyond the "broadest reasonableinteipretation" standard in extending the 
specific structural features of the sli^e loading device of Douglas-Hamilton et al. to the structural 
feature's of Appellants' claims 17-20. Hence, even if Sattier teaches the features wherein the 
gemstones may have a color different from a microscope stage j as alleged in the Official Action, 
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Claims 17-20 would still not be arrived at because the structural features of the slide loading 
device of Douglas-Hamilton et al. simply does not meet the limitations of Appellants' claims. 

The Examiner asserts that the motivation to combine Douglas-Hamilton ct al. with Sattier 
is to "allow for higher contrast, while maintaining or reproducing accurate and true color of the 
specimen, during viewing of the specimen" The invention recited in Claim 17 is intended to 
provide a contrast between a specimen and a microscope stage to aid in the orienting of a 
specimen on a microscope stage prior to looking through the objective. Since orienting a 
specimen imder magnification can be difficult, the contrasting stage insert provides a means to 
position a specunen without having to look through an objective. The motivation that the 
Examiner cites for combining Sattier with Douglas-Hamilton et al. is related to providing a 
higher contrast to aid in the image that is provided by the microscope. The contrast in color 
between the specimen and the contrasting stage insert thait -is recited in Claim 17 has nothing to 
do with providing a better image quality. Better image 'qiialily is entirely unrelated to the 
motivation for having a contrasting stage insert* that is a 'different color from the specimen as 
recited in Claim 17. Hence, the Examiner has^ cited no credible motivation for combining 
Douglas-Hamilton etal. with Sattier. . ^ . -v^^. 

Appellants respectfully submit that the "combination * of Douglas-Hamilton et aL and 
Sattier do not disclose, teach or suggest each and every limitation of Claim 17. Therefore, Claim 
17 is patentable over Douglas-Hamilton et al. and Sattidr/ln generally follows that Claims 18-20, 
which are dependent from Claim 6, are also patratable ov6t Douglas-Hamilton et al. and Sattier, 
due to their dependency thereftom. In view of tlie foregoing discussion. Appellants request that 
the Board reverse of the injection of claims 17-20 'as iipa(tentabie over Douglas-Hamilton et al. 
in view of Sattier. ' ^ 

i' r i'""? A 
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2) The combination of Douglas-Hamilton ct al. and Sattlcr fails to teach, 
suggest or motivate the non^transparent contrasting stage insert of Appellants' Claim 17 
. and claims dependent therefrom 

Not only does Sattler not repair the defects of the Dougias-Hamilton et al. reference, it 
also fails to teach the element that the Examiner asserts that it teaches. The Examiner points to 
reference number 54 in Figures 1 and 2 (Col. 4, Line 60; Col. 6, Line 2) of Sattler as evidence 
that it discloses a non-transparent contrasting stage insert being different from the second color 
of the specimen. The mitten description of Sattler^ which outlines the structure of the element 
designated as reference number 54, contradicts the Examiner's assertion that Sattler teaches the 
non-transparent contrasting stage insert recited in Claim 17. In Col. 4» Lines 5S-6S the specimen 
holder, which the Examiner cites as an equivalent of the non-transparent contrasting stage insert, 
is described as a structure that is light-permeable and translucent, i.e., transparent. Again in Col. 
11, Lines 38-46 of Sattler it restates that ligjit rcan travel through the specimen holder. This 
feature of the specimen holder in Sattler is in direct conflict with Claim 17, where Appellants 
state that the stage insert is non-transparent: Appellants, request that the Board take judicial 
notice that the commonly accepted definition of transparent is to allow light to travel through it. 
Thus, a nonAxm&p2Ct^TA specimen holder would not allow light to travel through it. A prior art 
reference must be considered in its entirety, i,e., as a whole, including portions that would lead 
away from the claimed invention. See W.L Gore & Associates, Inc. v. GarlocK /wc, 721 F.2d 
1540, 220 USPQ 303 (Fed. Cir. 1983), cert, denied, 469 U.S. 851 (1984). Sattler suggests the 
durect opposite of the structural airaiigement recited in Claim 17 and as a result Appellants have 
rebutted the evidence provided by the Examiner to support the obviousness rejection of Claim 
17. Therefore, a prima-facie case of obvious has not been established for Claim 17. 
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CONCLUSION 

For the reasons set forth above, Appellants respectfully submit that Claims 1-5 and 9-15 
are non-obvious under 35 U.S.C. §103(a) to a person having ordinary skill in the art at the time 
the invention was made and therefore patentable over U.S. Patent No, 5,306,467 Pouglas- 
Hamilton et al.) in view of U.S. Patent No. 5,781,338 (Kapitza et al.). Additionally, Appellants 
respectfully submit that Claim 6 is non-obvious under 35 U.S.C. §103(a) to a person having 
ordinary skill in the art at the time the invention was made and therefore patentable over U.S. 
Patent No. 5,306,467 (Douglas-Hamilton et al.) iii view of U.S. Patent No. 5,781,338 (Kapitza et 
al.), and in further view of U.S. Patent No. 4,436,385 (Fischer et al.). Lastly, Appellants 
respectfiilly submit that Claims 17-20 are non-bbvious under 35 U.S.C. §103(a) to a person 
having ordinary skill in the art at the time the invention was made and therefore patentable over 
U.S. Patent No. 5,306,467 (Douglas-Hamijtpn et al,.).,in view of U.S. Patent No.4,906,083 
(Sattler). Accordingly, Appellants pray that this Honorable Board reverse the Primary 
Examiner'srejectionof Claims 1-6, 9-15 and 17-^2p. y , 

•••('• 

Respie|btfupy submitted, 

/joad G. McMurray 
^^egistmtion No. 58,725 
CUSTOMER NOi 24041 
• Simpson & Simpson, PLLC 
' •5555 Main Street 
• Williamsyille, NY 14221-5406 
Telephone.No.,71,6-626-1 564 

Dated: September 11, 2006 
TGM/HME/RCA . . 
Attachment . -. 
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CLAIMS APPENDIX 
Reprinted heiebelow are the claims involved in this appeal: 

1 . A microscope stage comprising: 

.an upper stage comprising a first color; said upper stage comprising a recess therein; and 
a non-transparent contrasting stage insert comprising a second color different from said 

first color; said non-transparent contrasting stage insert configured for removable 

complementarily receipt within said recess. 

2. The microscope stage of Claim 1 wherein said non-transparent contrasting stage insert 
comprises alignment means for aligning said contrasting stage insert within said recess. 

3. The microscope stage of Claim 2 wherein said alignment means comprises a recess pin 
and a contrasting stage insert bore. 

4. The microscope stage of Claim 1 wherein said non-transparent contrasting stage insert 
comprises releasable fastening means. 

,j *. ■ • ■ - 

5. The microscope stage of Claim 4 wherein said releasable fastening means comprises a 
magnet. , . , 

6. The microscope of Claim 4 v^erein said releasable fastening means comprises a springed 
detent. . , 

9, A microscope stage comprisinig: 

an upper stage comprising a first color; and 

a non-transparent contrasting stage insert comprising a second color, said non-transparent 
contrasting stage insert comprising a portion of said upper stage background. 

20 



SEP 11 2006 llxlGflM HP LASERJET 3200 



p. 22 



Attorney Docket No.: LEAP:127US 
U.S. Patent Application No.: 10/733,628 
Supplemental Appeal Brief dated September 11, 2006 

10. The microscope stage of Claim 9 wherein said non-transparent contrasting stage insert 
comprises a painted surface. 

IL The microscope stage of Claim 9 wherem said non-transparent contrasting stage insert 
comprises a magnetic surface. 

12. The microscope stage of Claim 9 wherein said non-transparent contrasting stage insert 
comprises an adhesive film. 

13. The microscope stage of Claim 9 wherein said upper stage comprises a recess and said 
non-transparent contrasting stage insert is oper^atively arranged for releasable complementary 
receipt therein. 

14. The microscope stage of Claim 13 wherein said non-transparent contrasting stage insert 
further comprises alignment means. 

15. The microscope of Claims 13 wherein said non-tean^pa^ent contrasting stage insert 
further comprises fastening means. 

17, A device for providing contrast between a microscope stage and a specimen comprising: 
a microscope stage comprising a non-transparent cpntrastmg stage insert having a first 

color; 

a specimen comprising a second color; 
said first color of said non-transparent contrasting stage insert being different from said second 
color of said Specimen. 
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18. The device of Claim 17 wherein said non-transparent contrasting stage insert is releasably 
secured to said microscope stage. 

19. The device of Claim 17 wherein said non-transparent contrasting stage uisert comprises a 
releasable fastening means. 

■» 

20. The device of Claim 1 9 wherein said fastening means comprises a magnet 
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EVIDENCE APPENDIX 
None 
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RELATED PROCEEDINGS APPENDIX 

Upon information and belief, no appeals or interferences known to Appellant, which will 
directly affect or be directly affected by or have a bearing on the Board's decision in this appeal. 
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